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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 19: The limitation "an apparatus that falls within the scope of 
claim 1" renders the claim indefinite, it's unclear if applicant is claiming the entire 
structure of claim 1 . An apparatus falling within the scope of claim 1 could include some 
of the recited structure or all of the recited structure. Accordingly, it is the Examiner's 
position the scope of the claim can vary. If applicant wishes to claim the structure of 
claim 1, Examiner suggests amending the language "providing an apparatus that falls 
within the scope claim 1" to --providing an apparatus as claimed in claim 1--. Examiner 
submits such language makes it clear that the entire apparatus of claim 1 is being 
positively clamed. 

Claim 19 is examined as best understood. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 
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Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Ricks 
(US 4,567,703). 

With regard to claim 1 : Ricks discloses an apparatus for alleviating condensation 
in a double-glazed window (figs. 1-3), wherein: the apparatus includes: 

two panes of glass (24, 26) and a spacer structure (22) for holding the panes 
apart in a parallel, spaced-apart relationship, whereby the panes (24, 26) define a 
between-panes vault; 

the spacer structure (22), which defines a periphery or circumference of the 
between-panes vault; 

sealing means (21 , 23), for sealing the panes of glass to the spacer structure 
(22), around the periphery of the vault, whereby a pressure differential can exist 
between the pressure of air inside the vault and the pressure of air outside the vault (fig. 
1): 

a valve assembly (28), which includes a closure member, a seating, and a. 
passageway for transference of air between the vault and the air outside the vault (figs. 
2-3); 

the valve assembly (28) is operable between a closed condition and an open 
condition (figs. 2-3); 

in the open condition, the closure member is out of sealing contact with the 
seating, whereby the passageway is open to the transference of air between the vault 
and the air outside the vault (fig. 3); 



Application/Control Number: 10/572,850 Page 4 

Art Unit: 3633 

in the closed condition, the closure member makes sealing contact with the 
seating, whereby air cannot pass through the passageway between the vault and the air 
outside the vault (fig. 2); 

the apparatus includes a valve operator (44), which is effective to operate the 
valve between the closed condition and the open condition (figs. 2-3); and 

the operator (44) is effective to operate the valve in response to a change in the 
pressure differential between the air in the vault and the air outside the vault (abstract). 

With regard to claim 2 : Ricks further discloses the passageway is so wide open, 
in the open condition, that any pressure differential that might be present between the 
air in the vault and the air outside the vault dissipates substantially instantaneously, due 
to transference of air into or out of the vault, through the wide-open passage (abstract). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-4 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ricks (US 4,567,703). 

With regard to claims 3-4 : Ricks discloses everything previously mentioned 
including the valve assembly lies assembled in a through-hole in one of the glass panes 
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(figs. 1-3), but fails to disclose the through-hole has a diameter of not less than about 
five mm and not more than twenty mm. 

It would have been obvious matter of design choice to one of ordinary skill in the 
art at the time of the invention made to include a through-hole of adequate diameter to a 
house valve assembly for equalizing pressure between the outside atmosphere and the 
inside vault. One of ordinary skill in the art at the time of the invention would recognize 
the diameter of the through-hole is depended upon the size of the vault, the desired rate 
of air dissipation between the vault and outside environment, and the size of the valve 
assembly used. No new or unpredictable results would be obtained from providing a 
through-hole, such as the claimed diameter size. 

With regard to claims 12-13 : Ricks further discloses the use of window 
assemblies for buildings, where the windows are subject change in pressure due to 
atmosphere outside the building (col. 1 , lines 20-45) and the valve assembly is so 
oriented as to create the passageway between the vault and the outside atmosphere 
(figs. 1-3). 

Ricks fails to disclose the building structure is located where the average 
It would have been an obvious to one of ordinary skill in the art at the time of 
invention to use a window and vault assembly in various locations including those with a 
year round atmospheric temperature of less than or more than twenty degree Celsius. 
No new or unpredictable results would be obtained from having a building structure 
located in an area with a year round atmospheric temperature of less than or more 
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twenty degree Celsius as building structures are built all around in various atmospheric 
temperatures. 

Claims 5-10 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ricks (US 4,567,703) in view of Rosseel (US 6,283,147). 

With regard to claim 5 : Ricks discloses everything previously mentioned, but fails 
to disclose the valve is of a normally-open configuration, in that the valve is structured to 
remain in the open condition when the said pressure differential is zero or nearly zero. 

However, Rosseel discloses a valve (1) that is structured to remain in an open 
condition or closed positioned until pressure is applied (col. 1, lines 21-31). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to substitute the valve of Ricks to include a valve that will remain 
open as taught Rosseel in order provide an constant means of pressure equalization 
between the outside atmosphere and the vault. 

Examiner notes the valve of Rosseel would be expected to work in the same 
manner as applicant's as a fluid (i.e. gas) passing through the valve will apply a 
force/pressure that opens and closes the valve. No new or unpredictable results would 
be obtained form substituting one valve for another. 

With regard to claim 6 : The operator of Rosseel is effective to operate the valve 
to the open condition when the pressure inside the vault is higher than the pressure 
outside the vault (col. 1, lines 21-35). Note the claim does not specify how the operator 
opens the valve; therefore the valve can be opened via automatic or manual means. 
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With regard to claim 7 : The operator of Rosseel is effective to operate the valve 
to the closed condition when the pressure inside the vault is lower than the pressure 
outside the vault (col. 1 , lines 21-35). As noted above, the claim does not specify how 
the operator opens the valve; therefore the valve can be closed via automatic or manual 
means. 

With regard to claim 8 : Rosseel discloses the valve assembly is of a normally- 
open check-valve configuration; 

the operator includes a spring (12); and 

the spring (12) acts upon the closure member in such directional sense as to 
urge the closure member clear of the seating (fig. 1). 

With regard to claims 9-10 : As per the modification of claim 5, the spring (12, 
Rosseel) exerts such force as to close the valve when the pressure inside the vault is 
lower than the pressure outside the vault. Note the valve of Rosseel remains open 
unless forced closed manually, therefore capable of remaining open when the pressure 
differential is less than five Pascal's. 

Ricks and Rosseel discloses everything previously mentioned, but fails to 
disclose the magnitude of the pressure differential exceeds more than five Pascal's and 
less than one hundred, and preferably is less than fifty, Pascal's. 

However, as Rosseel discloses the valve is closed manually, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to apply a force of 
sufficient magnitude to close the valve including forces well above five Pascal's. Note, 
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applicant's valve remains open unless an outside pressure forces the valve closed, 
such as wind or sprayed water. 

Further, one of ordinary skill in the art at the time of invention was made would 
recognize that force (magnitude) applied is depended upon the strength of the spring 
and it ability to resist moving from a state of normalcy when subjected to outside forces 
(pressure) such as manual force disclosed by Rosseel. No new or unpredictable results 
would be obtained from having a pressure differential of less than one hundred and 
preferably less than fifty Pascal's as one of ordinary skill in art would have chosen a 
spring material of sufficient strength to open close the valve depended upon a desired 
magnitude of pressure. 

With regard to claim 15 : As per the modification of claim 5, the spring of the valve 
assembly of Rosseel includes a domed diaphragm (12), made of elastomeric material 
(col. 2, lines 4-6); the closure member comprises a ring of the domed diaphragm (12); 
the domed diaphragm is capable of flipping inside out, when subjected to a pressure 
differential in the direction in which pressure in the vault is lower than pressure outside 
the vault; and is capable thereby of moving to a position in which the ring abuts the 
seating, capable blocking air from passing into the vault, (ash shown in figs. 1-2) 

Claims 5-10 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ricks (US 4,567,703) in view of Lerner et al. (US 4,217,930) 
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With regard to claim 5 : Ricks discloses everything previously mentioned, but fails 
to disclose the valve is of a normally-open configuration, in that the valve is structured to 
remain in the open condition when the said pressure differential is zero or nearly zero. 

However, Lerner et al. discloses a valve that is structured to remain in an open 
condition so as to facilitate movement of atmospheric air (abstract; col. 4, lines 62-64). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to substitute the valve of Ricks to include a valve that will remain 
open as taught Lerner et al. in order provide an constant means of pressure 
equalization between the outside atmosphere and the vault. 

With regard to claim 6 : The operator of Lerner et al. is effective to operate the 
valve to the open condition when the pressure inside the vault is higher than the 
pressure outside the vault (col. 4, lines 62-64). Note the claim does not specify how the 
operator opens the valve; therefore the valve can be opened via automatic or manual 
means. 

With regard to claim 7 : The operator of Lerner et al. is effective to operate the 
valve to the closed condition when the pressure inside the vault is lower than the 
pressure outside the vault. As noted above, the claim does not specify how the 
operator opens the valve; therefore the valve can be closed via automatic or manual 
means. 

With regard to claim 8 : Lerner et al. discloses the valve assembly is of a 
normally-open check-valve configuration; 

the operator includes a spring (26); and 
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the spring acts upon the closure member in such directional sense as to urge the 
closure member clear of the seating (col. 4, lines 62-64). 

With regard to claims 9-10 : As per the modification of claim 5, the spring exerts 
such force as to close the valve when the pressure inside the vault is lower than the 
pressure outside the vault. Note the valve of Lemer et al. remains open unless forced 
closed manually, therefore capable of remaining open when the pressure differential is 
less than five Pascal's. 

Ricks and Lerner et al. discloses everything previously mentioned, but fails to 
disclose the magnitude of the pressure differential exceeds more than five Pascal's and 
less than one hundred, and preferably is less than fifty, Pascal's. 

However, as Lerner et al. discloses the valve is closed manually, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to apply a 
force of sufficient magnitude to close the valve including forces well above five Pascal's. 
Note, applicant's valve remains open unless an outside pressure forces the valve 
closed, such as wind or sprayed water. 

Further, one of ordinary skill in the art at the time of invention was made would 
recognize that force (magnitude) applied is depended upon the strength of the spring 
and it ability to resist moving from a state of normalcy when subjected to outside forces 
(pressure) such as manual force disclosed by Lerner et al. No new or unpredictable 
results would be obtained from having a pressure differential of less than one hundred 
and preferably less than fifty Pascal's as one of ordinary skill in art would have chosen a 
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spring material of sufficient strength to open close the valve depended upon a desired 
magnitude of pressure. 

With regard to claim 16 : Lerner et al. discloses the spring of the valve assembly 
includes a wire coil spring. Neither Ricks nor Lerner et al. disclose the spring is made of 
a non-corroding metal. 

However, Lerner et al. discloses that need to improve prior venting apparatuses 
which tend to be non-corrosive resistant (col. 2, lines 29-33. 

It would have been obvious to one of ordinary skill in the art at the time invention 
was made to modify the valve of Ricks, previously modified by Lerner et al., to be made 
of a spring of non-corrosive metal in order to provide valve structure that is not subject 
to degradation due to moisture. No new or unpredictable results would be obtained 
from choosing the spring material of Lerner et al. to be a non-corrosive metal for its 
known inherent properties of not degrading overtime when exposed to moisture. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ricks 
(US 4,567,703) in view of Lerner et al. (US 4,217,930) and in further view of De See 
(US 3,108,610). 

With regard to claim 1 1 : Ricks, in view of Lerner et al. discloses everything 
previously mentioned, but fails to disclose a filter screen having a mesh pitch of about 
fifty by fifty holes per inch, or finer is affixed into a housing of the valve assembly, and is 
located in the valve assembly so as to prevent particles from outside the vault from 
reaching the spring, the closure member, and the seating. 



Application/Control Number: 10/572,850 Page 12 

Art Unit: 3633 

However, De See discloses a filter screen (45) for preventing particles from 
passing though the valve assembly (fig. 2). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify the valve assembly of Ricks, previously modified by 
Lerner et al., to include a filter screen as taught by De See in order to provide a valve 
assembly capable of mitigating the intrusion of unwanted particles. Further, it would 
have been an obvious matter of design choice to one of ordinary skill in the art at the 
time of invention to adjust the screen mesh pitch of Dee Se according to the size of the 
particles be filtered, no new or unpredictable results would be obtained from such a 
modification. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ricks 
(US 4,567,703) and Claudio et al. (FR 2 671 128). 

With regard to claim 14 : Ricks discloses everything previously mentioned 
including the building separated from an outside atmosphere; the window is so oriented 
that one of the panes is an outside pane, being the one of the panes (24) that is in 
contact with the atmosphere outside the building, and the other of the panes (26) is an 
inside pane; and the through-hole in which the valve assembly lies assembled is a 
through-hole in the outside pane (26) (figs. 1-3). 

Ricks fails to disclose the inside pane is provided with an inside-pane-through- 
hole; the inside-pane-through-hole being aligned with the through-hole in the outside 
pane to the extent that both holes can be drilled from inside the room; the through-hole, 
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the valve assembly, and the inside-pane-through-hole are so dimensioned that the 
valve-assembly can be passed through the inside-pane-through-hole, and can be 
inserted into the through-hole in the outside pane, from the room; the apparatus 
includes an inside-pane-plug, which lies inserted into the inside-pane-through-hole; the 
inside-pane-plug provides an airtight seal between the air in the vault and the air in the 
room. 

However, Claudio discloses an outside pane (2) and inside pane (3) each having 
through holes for reception of a filter membrane (1 1) and plug (7g), wherein the filter 
membrane (1 1 ) is dimensioned so the filter membrane can be passed through the 
inside-pane-through-hole, and the inside-pane-plug provides a seal (fig. 7, lines 55-58). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify the window Ricks to include aligned holes on the inside 
and outside panes to allow for installation of venting apparatus on the outside pane, 
wherein the inside pane includes a plug as taught by Claudio in order to provide a 
means for ventilation within a window structure that is convenient. Note the screen of 
Claudio is considered equivalent to the valve of Hick as both allow for pressure 
equalization between the panes of glass and the outside atmosphere. 

Note, the limitation regarding the drilling of the holes is considered a product by 
process limitation. Determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product- by-process claim is the same as or obvious from a product of the prior art, 
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the claim is unpatentable even though the prior product was made by a different 
process. MPEP 2113. 

Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ricks (US 4,567,703) and Collins (CA 1,332,541). 

With regard to claim 18 : Ricks discloses everything previously mentioned, but 
fails to disclose the window is one in which the between-panes vault was formerly 
sealed airtight, until the provision of the said through-hole in the glass pane, and in 
which desiccant material housed in the vault is saturated or almost saturated with water. 

However, Collins discloses remediating a window having accumulated moisture 
within the glazing panels, wherein the window further includes a desiccant (pg. 6, lines 
8-10). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify the apparatus of Ricks for use in windows with a 
desiccant material having accumulating moisture within the panes as taught by Collins 
in order to provide a means of remediating an older window to provide the ability to 
mitigate the accumulation of moisture in between the panes in the future. 

With regard to claim 19 : Ricks discloses everything previously mentioned, 
including a procedure comprising the step of providing the apparatus of claim 1 . 

Ricks fails to disclose a procedure for remediating a double-glazed window, 
including removing accumulated moisture from the between-panes vault; then blowing 
pre-dried air into the vault. 
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However, Collins discloses removing accumulated moisture from a window using 
a desiccant gas (pg. 9, lines 1-4). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify the procedure of Ricks to include removing accumulating 
moisture from the a between-panes vault by blowing pre-dried air into the vault as 
taught by Collins in order to remediate a window having moisture present in between 
the panes. 

Ricks, in view of Collins, discloses everything previously mentioned, but fails to 
disclose the air has been pre-dried to the extent that its dew point is twenty centigrade 
degrees below the dew point of the air outside of the vault. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of invention who was concerned with removing moisture from a window vault to use a 
gas that will prevent the saturation of the air and thus the formation of dew or water 
droplets, while removing any previously present moisture. Note the dew point 
temperature is well known to be the temperature at which air (gas) must be cooled in 
order to reach saturation. Accordingly, one of ordinary skill in the art at the time of 
invention would recognize the use a gas with a dew point temperature generally the 
same at the air outside the vault will not result in adequate moisture removal. 

Claims 1-2 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rossini (US 5,596,1 51 ) in view of Ricks (US 4,567,703). 
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With regard to claim 1 : Rossini discloses an apparatus for alleviating 
condensation in a double-glazed window (figs. 1-7), wherein: the apparatus includes: 

two panes of glass and a spacer structure (1 1) for holding the panes apart in a 
parallel, spaced-apart relationship, whereby the panes define a between-panes vault 
(figs. 1-2); 

the spacer structure (1 1 ), which defines a periphery or circumference of the 
between-panes vault (figs. 1-2); 

a valve assembly (10), which includes a closure member, a seating, and a. 
passageway for transference of air between the vault and the air outside the vault (col. 
2, lines 50-59); 

the valve assembly (10) is operable between a closed condition and an open 
condition (figs.); 

in the open condition, the closure member (15) is out of sealing contact with the 
seating, whereby the passageway is open to the transference of air between the vault 
and the air outside the vault (col. 2, lines 60-65 ); 

in the closed condition, the closure member (15) makes sealing contact with the 
seating, whereby air cannot pass through the passageway between the vault and the air 
outside the vault (col. 2, lines 55-59 ); 

the apparatus includes a valve operator (magnetism), which is effective to 
operate the valve between the closed condition and the open condition; and 
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the operator (magnetism) is effective to operate the valve in response to a 
change in the pressure differential between the air in the vault and the air outside the 
vault (col. 2, lines 55-65) 

Rossini discloses everything previously mentioned sealed window structure in 
which a pressure differences can occur inside and outside the frame, but does not 
explicitly disclose sealing means for sealing the panes of glass to the spacer structure, 
around the periphery of the vault. Rossini further fails to disclose the valve assembly 
lies in a through-hole in one of the glass panes. 

However, Ricks discloses sealing means (21 , 23), for sealing the panes of glass 
to the spacer structure (22), around the periphery of the vault, whereby a pressure 
differential can exist between the pressure of air inside the vault and the pressure of air 
outside the vault (fig. 1 ). Further, Ricks discloses a valve assembly (28) lying in a 
through hole in one of the glass panes (figs. 1-3). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify the apparatus of Rossini to include sealing means for 
sealing the panes of glass to the spacer structure, around the periphery of the vault as 
taught by Ricks in order to secure the glass panes to the frame while providing a sealed 
window that can be used in building structure, wherein the window protects the interior 
of the building structure from outside weather conditions. Further, it would have 
obvious to one of ordinary skill in the art at the time of invention was made to further 
modify the apparatus of Rossini, to include a valve assembly lying in a through hole in 



Application/Control Number: 10/572,850 Page 18 

Art Unit: 3633 

one of the glass panes as taught by Ricks in order to provide a window that can provide 
automatic pressure equalization on horizontal roof window. 

With regard to claim 2 : Rossini further discloses the passageway is so wide 
open, in the open condition, that any pressure differential that might be present between 
the air in the vault and the air outside the vault dissipates substantially instantaneously, 
due to transference of air Into or out of the vault, through the wide-open passage (col. 2, 
line 60 -col. 3, line 3). 

With regard to claim 20 : Rossini further discloses the closure member (15) has 
opposed sides (upper and lower end), and is so arranged in the apparatus as to be 
exposed, during operation, on its one side to vault air and on its opposite side to 
outside air (best shown in fig. 4); 

the apparatus is so structured that the said pressure differential urges the closure 
member to move in the direction to open or close the valve (col. 2, lines 55-65). 



Response to Arguments 

Applicant's arguments filed 5/1 1/10 have been fully considered but they are not 
persuasive. 

Applicant argues Examiner ignored the PCT-cited references. Applicant submits 
the according to MPEP 1893.03(g), Examiner must make it clear through a very careful 
explanation as to the refusal to consider prior art cited in a PCT Search Report. 
Applicant argues that Examiner's reasoning for ignoring the PCT Search Report is that 
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the listing of references in the PCT Search report is not an IDS complying with 37 CFR 
1 .98, which Applicant submits is a national formality rule. Applicant argues National 
Offices are not allowed to be imposed non-PCT-derived formalities on PCT-derived 
patent applications according to Article 27 of Patent Cooperation Treaty. 

Examiner submits none of the foreign prior art documents listed in the 
International Search Report and IDS of 3/22/06 has been received, which has been 
previously stated in the Office Actions of 8/6/09 and 1/19/10. As per MPEP 1893.03(g): 
The examiner will consider the documents cited in the 
international search report, without any further action by 
applicant under 37 CFR 1.97 and 1.98, when both the 
international search report and copies of the documents are 
indicated to be present in the national stage file. The 
examiner will note the consideration in the first Office action. 
There is no requirement that the examiners list the documents 
on a PTO-892 form. See form paragraphs 6.53, 6.54, and 
6.55 (reproduced in MPEP § *> 609.03<). Otherwise, 
applicant must follow the procedure set forth in 37 CFR 1.97 
and 1.98 in order to ensure that the examiner considers the 
documents cited in the international search report. 
Applicant further argues that regarding the 1 12 2nd paragraph rejection of claim 
1 9, the test for 1 1 2 2 nd paragraph is where the procedure is tabled. Applicant submits 
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that Examiner should table an example of the procedure in which the procedure does or 
does not fall within scope of claim 19, otherwise withdraw the rejection. 

It's unclear to what required test sanctioned under the statute applicant is 
referring to. To clarify the rejection of claim 19 under 1 12 2nd paragraph, Examiner 
notes the language "an apparatus that falls within the scope of claim 1" is indefinite as 
it's unclear whether the structure falling within the scope claim 1 includes every single 
element recited in claim 1 . Accordingly, it is the Examiner's position the scope of the 
claim can vary. If applicant wishes to claim the structure of claim 1 , Examiner suggests 
amending the language "providing an apparatus that falls within the scope claim 1" to — 
providing an apparatus as claimed in claim 1--. Examiner submits such language 
makes it clear that the entire apparatus is being positively clamed. 

Applicant further argues that Ricks valve opens manually, thus failing to teach an 
operator that is effective to operate the valve in response to the a change in pressure a 
differential. Applicant questions whether Examiner thinks a human operator is 
component of the Ricks apparatus and that the component of the apparatus that opens 
the valve is a brain function of the human operator. 

In response, Examiner notes the rejection makes no mention of the operator 
being a human. Examiner submits the rejection clearly annotates the operator of Ricks 
to be a push button plunger 44. As stated in the Office Action, the valve is capable of 
equalizing any pressured differential (abstract). Accordingly, the operator (44) is 
capable of operating (closing/opening) the valve during a change in pressure 
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differential, therefore meeting the claimed use. If applicant intends to claim the valve is 
automatic, the claims should be amended to clearly reflect that. 

Applicant further argues the combination of Rossini and Ricks would not be 
obvious as placing the valve in the glass as taught by Ricks would orient the Rossini 
valve to be horizontal thus the valve would never close. 

Examiner submits the motivation for the combination is for use in a horizontal 
roof window, thus the valve would be capable of opening/closing. 

Applicant further argues the use of language "...no new or unpredictable results 
would be expected" is not clear to applicant as to what test for obviousness the 
Examiner used in rejecting the dependent claims. Applicant submits "there is no legal 
requirement for PO Examiners to demonstrate how/why a new combination is obvious 
to establish a prima facie case the new combo is obvious." 

It's unclear as to what specific rejection applicant is having difficulty with. It 
appears applicant is arguing the reasoning for rejections, in particular, the statement of 
"no new or unpredictable results" does not give applicant sufficient information about the 
rejection. Examiner submits unless applicant is specific as to a particular rejection that 
is unclear and/or difficult to understand, Examiner is not able to clarify the rejection. 

The objection claim 1 has been withdrawn in view of the arguments 
submitted 5/11/10. 



Conclusion 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSIE FONSECA whose telephone number is 
(571 )272-71 95. The examiner can normally be reached on M-F 7:00am-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on (571)272-6754. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. F./ 

Examiner, Art Unit 3633 



/Robert J Canfield/ 

for B. Glessner, SPE of Art Unit 3633 



